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Status 

1 )S Responsive to communication(s) filed on 03 January 2007 . 
2a)KI This action is FINAL. 2b)n This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-13. 15.16. 18-25.27-33.35-41 and 43-45 is/are pending in the application. 

4a) Of the above claim(s) js/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-13. 15. Wand 18-25. 27-33. 35-41 and 43-45 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Clalm(s) are subject to restriction and/or election requirement. 
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10)n The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 
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3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . This office action is in response to the amendment filed on Januiary 03, 2007, in 
which claims 1-13, 15, 16, 18-25, 27-33, 35-41 and 43-45 are presented for fiirther 
examination. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-16, 18-25, 27-33, 35-41 and 43-45 
have been considered but are moot in view of the new ground(s) of rejection necessitated 
by amendment. 

Remark 

3. The 102 rejection with respect to claims 1-13, 15, 16, 18-25,* 27-33, 35-41 and 43- 
45 in view of Barney US Patent no. 6,556,992 has been withdrawn in view of the new 
ground(s) of rejection necessitated by amendment. 

Claim Rejections - 55 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 35 1 (a) shall • 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

5. Claims 1-13, 15, 16 and 18-25, 27-33, 35-41 and 43-45 are rejected under 35 
U.S.C. 102(e) as being anticipated by Grainger US Patent Publication no. 200/01 1636. 
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As claim 1, Grainer discloses the use of managing documents related to patent 
applications (Abstract; [002]). Grainer discloses the claimed "a plurality of attributes in 
association with a plurality of electronic documents" (a plurality of electronic document 
related to patent application, wherein the electronic documents has a plurality of attribute 
associated therein, [0016], lines 1-5), and "a plurality of attribute types implemented by a 
computer system, where an* attribute type can have a plurality of attributes, the attributes" 
(document types, [0015]) and "the attribute types are ordered in a tree-structure 
hierarchy' (data structure capable of storing data and documents, [0056]), "a document 
can be assigned a plurality of attribute, types at a same and/or different level in the 
hierarchy, a document can be assigned a plurality of attributes for one attribute type" 
(navigating through the electronic document, using multiple groupings or multiple level 
of grouping, [0109]); "the documents are stored in a first data storage" (central data 
repository of all information regarding patent process, item 100), "the attributes are 
stored in a second data storage" (database, item 106 organized into document entities), 
and "the first data storage and the second data storage are logical separate and different" 
(set of attribute listed in an appropriate table in database 106; whereas, system 100 for 
central data repository of all information regarding patent process). 

Grainger discloses the claimed a sequential event ([0004], lines 1-2); "providing a 
group of a plurality of documents including at least one document" (a plurality of 
electronic document related to patent application, wherein the electronic documents has a 
plurahty of attribute associated therein, [0016], lines 1-5). It is inherent that a pluraUty of 
documents would include at least on document; "selecting a plurality of attributes to be 
associated with the at least one document" (according to the claimed the attribute is not 
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yet associated with the document, in that Grainger discloses a pluraUty of attributes 
associated with a document, [0016], lines 1-5); "for each selected attributes, 
automatically tagging in the first data storage, the dociunents in the group including the at 
least one document, with each selected attribute and with all attributes of all ancestors in 
the hierarchy of each selected attribute, and storing in the second data storage respective 
references in association with each selected attribute and the ancestor attributes, for later 
retrieval of individual documents in the first data storage" (automatically associated the 
electronic documents with the plurality of attributes, [0016], lines 1-5); "wherein a 
document is a data record including a plurality of fields" (document includes pluraUty of 
fields, {0071]); "wherein the attribute and attribute type can be different firom the fields 
in the document and contents of the fields" (populating the document fields firom the 
attribute, [0071]. 

As to claim 2, Grainger discloses the claimed "wherein providing the group of 
documents included in the group of document responsive to a user" ([0061]). 

As to claim 3, Grainger discloses the claimed "organizing the group of 
documents, wherein the documents are sorted for visual presentation by at least one field 
therein, wherein the at least one field is different firom the attribute and attribute type 
associated therewith" ([0105]). 
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As to claim 4, Grainger discloses "assigning at least one of documents to at least 
one other group" ([0109] 

As to claim 5, Grainger discloses, "wherein the group of documents omits a 
lapsed document" (automatically deleting the lapsed in favor of the actual due date or a 
later reminder, [0088]). 

As to claim 6, Grainger discloses, "wherein the document is image file format 
([0064]). 

As to claim 7, Grainger discloses "searching the second data storage for document 
based on criteria including the attribute and attribute type, and using the respective 
references in the second data storage to locate the documents in the first data storage" 
([0098]). 

As to claim 8, Grainger discloses "retrieving the located documents from the first 
storage based on the respective references" ([0098]). 

As to claim 9, Grainger discloses "displaying information characterizing the 
documents" ([0098]). 
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As to claim 10, Grainger discloses "limiting access to the at least one attribute" 
(the priority licensees will be able to access appropriate data describing the IP assets 
(e.g., title, abstract, claims, inventor list) through Web pages that have restricted access 
rights, see [0048]). 

As claim 11, Grainger discloses "a reference to a URL"([0098}]). 

As to claim 12, Grainger discloses a patent portfolio. 

As to claim 1 3, Grainger discloses a preliminarily determining a plurality of 
attributes" (type attribute associated with document Entities, [0134], and one or more 
attributes [0016]). 

As to claimlS, Grainger discloses **wherein the attribute are selected from a 
plurality of attribute tvpes" (tvpe attribute associated with document Entities, [0134], and 
one or more attributes [0016]). 

As to claim 16, discloses the claimed " current owner" (inventor and other 
entities, [0004]). 

As to claim 18, Grainger discloses the claimed "attributes and the plurahty of 
attribute types" (type attribute associated with document Entities, [0134], and one or 
more attributes [0016]). 
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As to claim 19, Grainger discloses the claimed "utilizing the attribute as a search" 
([0098]). 

As to claim 20, Grainger discloses "an attribute type" (type attribute associated 
with document Entities, [0134]). 

As to claim 21, Grainger discloses "serial number of the document" (a patent 
application number (serial number) . [0057]). 

As to claims 22-25, 27-29, the limitations of claims 22-25 and 27-29 have been 
noted in the rejection of claims 1-13, 15, 16 and 18-21 above. In addition, Grainger 
discloses the claimed "wherein the at least one document and the at least one other 
docimient are representative of a patent document" electronic document is related to 
patent applications, see [0016]). 

Claims 30-33 and 35-37 are computer program product comprising instructions to 
execute the method of claims 1-13, 15, 16 and 18-21. They are, therefore, rejected under 
the same rational. 

Claims 38-41 and 43-45 are system to execute the method of claims 1-13, 15, 16 
and 18-21 above. They are, therefore, rejected under the same rationale. 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. SeeMPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS fi:om the date of this final action. 

Any inquiry conceming this'commxmication or earlier communications fi-om the 
examiner should be directed to Jean M. Corrielus whose telephone number is (571) 272- 
4032. The examiner can normally be reached on 1 0 hours shift. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
pubHshed applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see ht^://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571 -272-1000. 
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